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DETAILED ACTION 

Objection to claims 

1 . Claim 13 is objected to for the phrase, "comprising recoding layer." Examiner 
suggests amending claim to read -comprising recording layer-. Correction is required. 

Claim Rejections - 35 USC 102(e) 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the Invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

\3. Claims 1 and 4-20 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Elman etal (U.S. 6,937,310). 

Elman discloses an optical multilayer comprising a polymeric substrate made out 
of triacetylcellulose, which has a non-zero out of plane birefringence and an amorphous 
polymeric overlayer having an out of plane birefringence that is more negative than 
-0.005 throughout the range of 370 nm and 700nm (column 4, line 66 through column 5, 
line 19 and column 6, lines 42-53). Elman further discloses the polymers contain non- 
visible chromophore group s in the polymer backbone (column 6, lines 60-67 and claim 
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15). The glass transition temperature (Tg) of the polymers used in the amorphous layer 
above 180°C, where the thickness of the polymer layer is less than 30um and the film 
has a transmission of greater or equal to 90% (column 7, lines 5-25). The substrate has 
a thickness of 80um (,08mm) and the polymeric layer has a vinylbiphenol component 
(column 9, lines 5-44 and column 10, lines 23-45). Elman discloses the substrate may 
be comprised of polycarbonate (column 14,ilnes 15-20). Elman teaches the invention is 
used for Liquid crystal displays which have polarizers and image devices with color 
reproduction (column 1, lines 20-21 and 40-60). 

Claim Rejections - 35 USC § 103(a) 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 2-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Elman et al (U.S. 6,937,310). 

Elman is relied upon for claiml . Elman does not explicitly disclose the polymeric 
overlayer is positive or more positive than 0.005. Elman discloses an optical multilayer 
comprising a polymeric substrate and an amorphous polymeric overlayer having an out 
of plane birefringence that is more negative than -0.005 throughout the range of 370 nm 
and 700nm (column 4, line 66 through column 5, line 19 and column 6, lines 42-53). 
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Elman further teaches a typical liquid crystal device has a positive out of plane 
birefringence and the birefringence increase towards the shorter wavelength (column 3, 
lines 38-50). Although Elman does not explicitly disclose the polymeric overlayer is 
positive or more positive than 0.005, the out of plane birefringence is a property which 
can be easily determined by one of ordinary skill in the art. With regard to the limitation 
of the out of plane birefringence, absent a showing of unexpected results, it is obvious 
to modify the conditions of a composition because they are merely the result of routine 
experimentation. The experimental modification of prior art in order to optimize 
operation conditions (e.g. out of plane birefringence) fails to render claims patentable in 
the absence of unexpected results. The out of plane birefringence is optimizable as it 
directly affects the orientation of the multilayer. It would have been obvious to one of 
ordinary skill in the art to make the optical multilayer with the limitations of the positive 
out of plane birefringence since it has been held that discovering an optimum value of a 
result effective variable involves only routine skill in the art. In re Boesch, 617 USPQ 
215 (CCPA 1980). 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Lawrence Ferguson whose telephone number is 571- 
272-1522. The examiner can normally be reached on Monday through Friday 9:00 AM 
- 5:30PM. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Rena Dye, can be reached on 571-272-3186. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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